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DETAILED ACTION 

Response to Request for Reconsideration 

1 . This action is in response to the request for reconsideration mailed September 
20, 2004. Claims 7, and 12 were amended , claim 4, 6 and 16 were cancelled rendering 
5 and 7-13 are pending in this case. 

Claim Rejections - 35 USC § 103(a) 

2. Claims 9, 1 0 and 1 2-1 3 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Atake et al (U.S. 6,416,866). 

Atake discloses a decorative molding (column 1, lines 5-11 and column 3,lines 6- 
15) comprising a decorative layer (column 3,lines 45-50) molded by injection molding 
(column 2 .lines 55-60). The decorative molding further comprises a substrate (base 
sheet) (1), a polyolefin resin formed on the substrate (2), which comprises an acrylic 
resin binder (column 3,lines 13-50) having a decorative layer (5) between the substrate 
and surface layer (3) made of polyolefin binding material (column 5, lines 45-65) as 
depicted in instant Figure 3. Atake discloses the decorative layer comprises acrylic resin 
and polyvinyl chloride acetate (column 7, lines 19-37). In instant claim 12, the phrase, 
"composed by graft-copolymerizing" Introduces a process limitation to the product claim. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
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prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, 
process limitations are given no patentable weight in product claims. In claim 1 , the 
phrase, "bonding layer capable of adhering to the injection molded resin molding" 
constitutes a 'capable of limitation and that such a recitation that an element is 'capable 
of performing a function is not a positive limitation but only requires the ability to so 
perform. Although Atake does not explicitly teach a base sheet, one of ordinary skill in 
the art would recognize the substrate as an equivalent to the instantly claimed base 
sheet. 

3. Claims 5, 7-8 and 1 1 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The closest prior art does not 
teach or suggest the recited decorative molding article further including a decorative 
layer formed on a surface of the base sheet not coated with the bonding layer or a 
primer layer sandwiched between the decorative layer and bonding layer, where the 
primer layer contains either an acrylic resin or polyvinlyl chloride-acetate resin or both 
the acrylic resin and polyvinyl chloride-acetate resin. The prior art does not teach 
motivation or suggestion for modification to make the invention as instantly claimed. 
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Response to Arguments 

4. The arguments in regards to rejection under 35 USC 1 03(a) as being 
unpatentable over Brooks et al. (U.S. 4,948,654) in view of Matsumoto et al. (U.S. 
4,410,595) further in view of Enlow et al. (U.S. 6,336,988) have been considered and 
the rejection is withdrawn due to Applicants amending claim 12 to include a decorative 
layer sandwiched between the base sheet and bonding layer, where the decorative 
layer comprises a binder resin and at least either an acrylic resin or polyvinyl chloride 
acetate resin. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Lawrence Ferguson 
Patent Examiner 
AU 1774 
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